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REMARKS 

In response to the non-final Office Action mailed May 23, 2005, the Attorney for 
the Assignee submits the appended amendments and remarks. That Office Action 
rejected the claims for undue multiplicity and requested the number of claims be reduced 
from 102 to no more than 20, 

Claims 32 - 52 are hereby cancelled by the present amendment. Claims 1-31, 
and 53 - 102 remain pending in the present application. This amendment and response 
traverses this rejection, and examination and allowance of the pending claims is kindly 
requested. 

THE INVENTION 

The claimed invention relates to facilitating the sharing of information, such as 
related to credit and small businesses, among a number of member institutions, such as a 
bank. A member, such as a bank, can contribute its«data relating to small business entities 
to an exchange repository. Each member is eligible to query against the exchange 
repository. However, a response to a member's inquiry is determined by reciprocity due 
to the inquiring member. Sec Applicants' Summary of Invention. 

Thus, if a member, such as a bank, contributes comprehensive information 
regarding small business entities, then the member can receive comprehensive 
information relating to a small business entity that becomes a subject of its inquiry. If a 
member, such as a bank, contributes minimal information regarding small business 
entities, the member receives only minimal information relating to a small business entity 
that becomes a subject of its inquiry, regardless of the amount of information available in 
the exchange repository. Therefore, members are incentivized to contribute broader 

15 

ATLUS01 2Mi1 69.1 

PAGE 17/21 * RCVD AT 8/23/2005 4:47:21 PM [Eastern Daylight Tmie] * SVR:USPTO-EFXRF-6/24 * DNIS:2738300 ! CSID:404 815 6555 * DURATION (mm-ss):05-56 



08/23/2005 16:50 FAX 404 815 6555 



ES 



H1018 



Serial No. 10/021,46* 
Filing Date: October 29, 2001 
Amendment and Response to Office Action 
Page 16 of 19 

information but not penalized of they do contribute broader information and others do not 
See Applicants' Summary of Invention. 

The claimed invention thus provides incentives and workable systems for more 
reliably and efficiently trading certain credit information related to small businesses, a 
task which was not previously economically feasible. 

I. REJECTION OF CLAIMS 1-102 UNDER 35 U.S.C. 112, 2 1 ™ PARAGRAPH 

The Office Action rejected claims 1 - 102 under 35 U.S.C. 102, 2 nd Paragraph as 
being indefiniie for failing to point out and distinctly claim the subject matter which 
applicant regards as the invention. Office Action, p. 2. The Office Action states that the 
claims recite an '<undue multiplicity" and that "twenty (20) claims are sufficient to 
properly define the applicants' claimed invention." Id. However, the Office Action does 
not offer any specific reason why the Applicants' originally filed 5 independent claims 
and 102 total claims presents an undue multiplicity or why 20 claims can sufficiendy 
define the invention, except to cite that very few patents (0.35 %) have claims in excess of 
100, and that the new excess claim fees are evidence of what is unreasonable. 

There is no statutory authority for rejecting claims as being unnecessary. See In re 
Wakefield, 422 F.2d 897, 164 U.S.P.Q. 636 (C.C.P.A. 1970). The Applicants and 
Assignee arc entitled to a complete and full examination of the application and the 
originally filed 102 claims. At the lime of filing, the Assignee paid an additional $1,468 
for the 82 extra claims over a total of 20 claims, and an additional $168 for the 2 extra 
independent claims over a total of 3 independent claims. Hence, there is no reason for 
saying that the invention is obscured by the large number of claims, particularly since 
there are only 5 independent claims which all relate to the idea of reciprocity. See In re 

16 

PAGE 18/21 ' RCVD AT 8/2312005 4:47:21 PM [Eastern Daylight Time] ■ SVR:USPTO€FXRF-6/24 1 DNIS:2738300 ' CSID:404 81$ 6555 ' DURATION (mn«s):05-56 



08 /23/2005 16 :50 FAX 404 815 6555 



KS 



©019 



Serial No. J 0/021,46$ 
filing Date: October 29, 2001 
Amendment and Response to Office Action 
fage 17 of 19 

Wakefield, at 639; In re Flint, 411 F.2d 1353, 162 U.S.P.Q- 228 (C.C.P.A. 1969) ("The 
[42] claims differed from one another and we have no difficulty in understanding the 
scope of protection. Nor is it clear, on this record, that tbe examiner or board was 
confused by the presentation of claims in this case or that the public will be." 162 USPQ 
at 231). 

To reject claims on an undue multiplicity basis, which is extremely rare in itself, 
the Manual of Patent Examination and Procedure (M.P.E.P.) notes tbat "[fjhe rule of 
reason should be practiced and applied on the basis of the relevant facts and 
circumstances in each individual case." M.P.E.P. Section 2l73.0S(n), citing, In re 
Chandler, 319 F.2d 211, 225 (CC.P.A. 1963). In this case, each of the 5 independent 
claims relates to aspects of facilitating information sharing among a number of member 
institutions and the use of reciprocity in sharing information. The Office Action does not 
explain or offer any explanation why examination of these 5 independent claims is either 
complex or confusing. All of the independent claims include the idea of reciprocity in 
methods and systems for facilitating information sharing among a number of member 
institutions. Independent claims 1 and 27 are method claims and recite limitations which 
are straightforward. Claim 1 relates to creating a member file specifying a reciprocity, 
whereas claim 27 relates to generating a statistical file facilitating determination of a 
reciprocity . Independent claim 53 is a method claim and relates to receiving an inquiry 
from an inquiring member and masking a file based on reciprocity. Independent claim 
102 is also a method claim and relates to receiving an inquiry from an inquiring member 
and specifying a reciprocity for the inquiring member. Independent claim 74 is a system 
claim rather than a method claim, and relates to an inquiry processing engine for 
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generating a response to an inquiring member based on r ec iprocity for the inquiring 
member. Thus, the 5 independent claims are related with respect to the use of reciprocity 
for facilitating information sharing among a number of member institutions. 

Furthermore, the Office Action does not explain or offer any explanation why 
examination of the originally filed 97 dependent claims is either complex or confusing. 
Only 4 of the 5 originally filed independent claims have dependent claims. Dependent 
claims 2 - 26 are ultimately dependent from claim 1. Dependent claims 31 - 52 are 
ultimately dependent from claim 27 but are similar in scope to dependent claims 2 - 26. 
The remaining dependent claims are ultimately dependent from either independent claims 
53 or 74. Independent claim 102 does not have any dependent claims. None of the 
dependent claims appears to relate to either complex or confusing subject-matter. 

Nonetheless, in an effort to work with the Examiner and to progress this 
application to allowance, the Assignee has cancelled dependent claims 32 - 52 by the 
present amendment, without prejudice to pursuing these claims in subsequent 
continuation applications. After entry of the present amendment, there are 5 independent 
claims and 72 total claims pending in the present application. The 72 pending claims 
should not present a burden or confusion during examination since there arc only 5 
independent claims, and only 4 independent claims have dependent claims. 

The indefinitencss rejection is respectfully traversed for at least the reasons above. 
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rONCLUSION 



Claims 1 - 31, and 53 - 102 remain pending in the application. The Office Action 
rejection is believed to be traversed by the present amendment and response. 
Examination of claims 1 - 31, and 53 - 102 is courteously solicited. The Examiner is 
invited and encouraged to contact the undersigned attorney of record at (404) 81 5-6048 if 
such contact will facilitate a Notice of Allowance for claims 1 - 31, and 53 - 102. If any 
additional fees are due, the Commissioner is hereby authorized to charge any deficiency, 
or credit any overpayment, to Deposit Account No. 1 1-0855. 



Date: 23 August 2005 

KILPATRICK STOCKTON LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, Georgia 30309-4530 
404.815.6048 (direct) 
404.815.6555 (fax) 



Respectfully submitted, 



Christopher J. Chan 
Reg. No. 44,070 
Attorney for the Assignee 
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